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DETAILED ACTION 



1. This action is responsive to the correspondence filed on August 3, 2005. Claims 
1-10 are pending. Claims 3 and 8 are amended. Claims 1-10 represent method of 
vicariously executing translation of electronic mails for users, and apparatus, system 
and medium therefor. 

2. Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

Claims 9 and 10 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Applicant discloses a medium for carrying a 
computer readable and executable program for executing the translating step. 

To overcome this type of 101 rejection the claim need to be amended to include only 
the physical computer media and not a transmission media or other intangible or 
non-functional media. For the specification at the bottom, carrier medium and 
transmission media would be not statutory but storage media would be statutory. 
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3. Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Boucher etal. U.S. 5,884,246. 

Boucher teaches the invention as claimed including system and method for 
transparent translation of electronically transmitted messages (see abstract). 

As to claims 1 and 9, Boucher teaches a method of vicariously executing 
translation of electronic mails, comprising 

Judging whether translation is required for an electronic mail based on at least 
one of sender data associated with the electronic mail and addressee data associated 
with the electronic mail (column 3, lines 50-62, Boucher discloses method is provided 
for conveying an electronic communication from a sender authoring the communication 
in a first language to a recipient understanding a second language wherein an original 
communication is prepared, a recipient address for the original communication is 
provided, and at least one translation parameter to be applied to the original 
communication is determined (i.e. it is inherent that "whether translation is required 
based on one of sender data associated with the electronic mail and addressee 
(recipient) is judged (or determined)" took place ); and 
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Submitting for translation a part or all of the contents of the electronic mail by an 
Internet connection provider when it is judged that translation is required (column 3, 
lines 63-65; and column 4, lines 5-7, Boucher discloses the translation parameter(s) 
are dispatched to a translation site designated by a translation address via the 
communications network; and the translation is carried out at the translation site). 



As to claims 2 and 10, Boucher teaches the method as claimed in claim 1, 
wherein said judging step is performed on the basis of combination information of the 
mail address of the user and the mail address of a communication partner of the user 
which is predetermined by the user for translation, said translation judging step being 
antecedent to said electronic mail translating step (column 3, lines 28-31, Boucher 
discloses determining the type of translation which should be carried out (i.e. 
inherently, "judging step is antecedent to the electronic mail translating step"). 

As to claim 3, Boucher teaches a provider machine comprising: 

Translation judging means configured to judge whether translation is required for 
a electronic mail based on at least one of sender data associated with the electronic 
mail and addressee data associated with the electronic mail (column 3, lines 50-62, 
Boucher discloses method is provided for conveying an electronic communication from 
a sender authoring the communication in a first language to a recipient understanding a 
second language wherein an original communication is prepared, a recipient address 
for the original communication is provided, and at least one translation parameter to be 
applied to the original communication is determined (i.e. it is inherent that "whether 
translation is required based on one of sender data associated with the electronic mail 
and addressee (recipient) is judged (or detennined)" took place ); and 

Electronic mail transmitting means for transmitting, when the translation judging 
module judges that translation is required, to the address of a communication partner 
of an electronic mail or a terminal device of a user, a translated electronic mail 
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containing a translation text obtained by translating through the provider a part or all of 
the contents of the electronic mail (column 3, lines 63-65; and column 4, lines 5-7, 
Boucher discloses the translation parameter(s) are dispatched to a translation site 
designated by a translation address via the communications network; and the 
translation is carried out at the translation site). 

As to claim 4, Boucher teaches the provider machine as claimed in claim 3, 
further comprising: 

Information storage means for storing at least combination information of the mail 
address of the user and the mail address of a communication partner of the user, which 
is predetermined by the user for translation (figure 3A, item 208) 

Translation judging means forjudging whether the user-sending or user- 
addressed electronic mail corresponds to the electronic mail which is predetermined by 
the user to be translated, on the basis of the electronic mail addresses of a 
transmission source and a transmission destination of a user-sending electronic mail or 
user-addressed electronic mail and the combination information of said information 
storage means (figure 2, item 104; figure 3A, item 210). 

As to claim 5, Boucher teaches the provider machine as claimed in claim 3, 
further comprising: 

Information storage means for storing combination information of the mail 
address of the user, the mail address of a communication partner, which is 
predetermined by the user to be translated, and a language for a translation destination 
(figure 3A, item 208); 

Translating means for translating a part or all of the contents of an electronic mail 
sent from the user or addressed to the user in the language of the translation 
destination on the basis of the combination information of said information storage 
means (figure 2, item 104; figure 3A, item 210); and 
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Translated electronic mail creating means for creating a translated electronic mail 
containing a translated text translated by said translating means (figure 3A, item 214). 

As to claim 6, Boucher teaches the provider machine as claimed in claim 4, 
further comprising: 

another information storage means for storing combination information of the 
mail address of the user, the mail address of a communication partner which is 
predetermined by the user to be translated, and a language for a translation destination 
(figure 2E, item 108, inherently, the host has its "mail address" and the "mail address of 
the communication partner*' stored in its memory, therefore it can be viewed as another 
"information storage means"). 

translating means for translating a part or all of the contents of an electronic mail 
sent from the user or addressed to the user in the language of the translation 
destination on the basis of the combination information of said another information 
storage means (figure 2, item 104; figure 3A, item 210); and 
translated electronic mail creating means for creating a translated electronic mail 
containing a translated text translated by said translating means (figure 3A, item 214). 

As to claim 7, Boucher teaches a terminal device comprising at least translated 
electronic mail receiving means for receiving a translated electronic mail transmitted 
from said electronic mail transmitting means of said provider machine as claimed in 
claim 3 (figure 3A, item 212). 

As to claim 8, Boucher teaches the system of claim 3 comprising: 

A terminal device comprising at least translated electronic mail receiving module 

configured to receive a translated electronic mail transmitted from said electronic mail 

transmitting means of said provider machine (figure 3A, item 214). 



« 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to El Hadji M Sail whose telephone number is 571-272- 
4010. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on 571-272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

El Hadji Sail 
Patent Examiner 
Art Unit: 2157 
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